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REMARKS 
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Request for Substitution of Sequence Listing based upon Deposit 

At the outset, Applicants respectfully request substitution of the sequence Hsting on file 

in the instant appl.ca.ion (SEQ ID NOS:3 and 4), Applicants noted five nucleotide discrepancies 
resulting in one amino acid change in the sequences. Applicants have deposited the plasnud 
identified m the application with the ATCC on September 10, 2002. The deposit has been 
accep.edanddesignatedPTA-4654. Applicants, in the instant Response, seekto incorporate the 
correct sequence into the apphcation with deposit, the substitute sequence listing based upon the 
deposit, amended specfication, amended drawings, and declaration. Examination of the proper 
sequences is respectfully requested. 
Status of the Claims 

Claims 1-92 are currently pending. Claims 1-23, 36-63, 65-85, and 88-92 were 

withdrawn from further consideration in response to a restriction requirement by the Examiner, 

under 37 C.F.R. §1.142(b). 

In the present Response, claims24-35, 64, 86, and87 are cancelled, without prejudice; 

and new claims 93-1 19 are added. Thus, after entry of these amendments, claims 93-1 19 are 

presented for consideration. 

Outstanding Rejections 

Pursuant to the Office Action, claims 24-35, 64, and 86-87 are rejected under 35 U.S.C. 
81 12, second paragraph. Claims 24-35 and 86-87 are rejected under 35 U.S.C. §1 12, first 
paragraph. Clatms 24-35 and 64 are rejected under 35 U.S.C. §102 as allegedly anticipated by 
Kawarabayasi et al. PIR accession number E71 144, August 14, 1998, (hereinafter 
"Kawarabayasi"). Claims 86-87 are rejected under 35 U.S.C. § 103(a) for allegedly being 
unpatentable over Kawarabayasi. Claims 24-35, 64, and 86-87 are rejected under the judtcrally 



Applicant 
Serial No. 
Filed 
Page 



0 "orney's Docket No,. 09010-004005 

Murphy, et al. 
09/886,400 
June 20, 2001 
14 



seated d „o«ne of ob.ousness-typedoub.e patenting for a,leged ly being unpaten,*^ 
created doom claims 24 -35, 64, and 86-87 are provtstonany 

respect^ traverse a,l outstanding objections ,o the speeiftcaUonandrejeotronoftheCatnrs. 
Support for the Claim Amendments 

, ,,0 5 20 25 30 35 40, 45, 75, NO. and 150 amino acids of the clarmed 

supportedatleastbyoriginallyfiledclaims86and87. Accordingly, PP 
new matter is introduced by the instant amendments. 

Objections to the Specification 

ThePatentOfficeno.estheuseoftrademarksintheap P lication, P ointingto 
"STRATEGENE," and "BECKMAN," etc. in pages 71-72. 1 Applicants submit that the 
the terms "STRATEGENE" and"BECKMAN" on pages 71-72 is as company names and not as 
trademarks. The specification has been amended to acknowledge trademarks nsed m the 
specification. 

The Patent Office alleges that the titie of the invention is not descriptive. The Patent 
Office has suggested the title alcalipMlus enzymes having a-galactos.dase 

less dlnpfiveofme claimed mention. Menzyme from I,.— alcaUpMus^ 

1 See page 3, lines 2-4, of the Office Action. 

2 See page 3, lines 8-11, of the Office Action. 
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Objections to the Drawings 

Tte drawings are objected to under 37 I.E. § 1.84 or 1,52 by .he ^perso, 

drawings shown in red. Corrections September 10, 

resequencedpbsmid, 18GC. THe plasmid has been deposited with the 
2002. No new matter is added by the formal drawings. 

Objections to the Claims 

Claims 24-35,64,and 86-87 are objected to for depending on non-elected claims. 
Appbcantshavecancelled.heseclaims.merebyrenderingthis objection moot. 

Issues under 35 U.S.C. §112, second paragraph 

• . a, IISC 5112, second paragraph, for 

of "substantially identical. Clanns 24 35, 04, f lnim < n or 25 " or "polypeptide 

recita,ionof"po,ypep«deo^^^^ 

of claim 1 » Claims 25-34 are alleged to be indefinite in the recitationof "*"*°*>- 
that these rejections are not applicable to the newly added claims. 



r^^~iZ^=Ita »• ° f «* office Action ' 
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Issues under 35 U.S.C. §112, second paragraph 

Claims 24-35 and 86-87 are rejected under 35 U.S.C. § 1 12, first paragraph, for allegedly 
containing subject material not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

The Patent Office alleges that claims 24-34 and 86-87 are directed to genera of 
polypeptides of any function wherein the polypeptide (1) comprise at least 1 0 consecutive amino 
acids of the polypeptide of SEQ ID NO:4 or (2) have an amino acid sequence which is at least 
50%-95% identical to that of SEQ ID NO:4 or a polypeptide comprising 10 consecutive amino 
acids ofSEQIDNO:4. 

Applicants have cancelled claims 24-34 and 86-87, thereby rendering this rejection moot. 
Applicants submit that this rejection is not applicable to the newly added claims. For example, 
new claims 93-1 16 are directed to polypeptides having a-galactosidase activity. Thus, the new 
claims are not directed to a genera of polypeptides of any function. 

Applicants submit that the instant application sufficiently describes the claimed invention 
to the skilled artisan. The skilled artisan is well versed in protocols used in the laboratory for 
biological research. The instant application provides the amino acid sequence, provides the 
information in assessing percent homologies, and an assay to test the polypeptide for its activity. 
Armed with this information and drawing upon his or her knowledge and experience in the field, 
the skilled artisan would have found the claimed invention to be adequately described in the 
application. 

The Patent Office further alleges that the specification is silent with regard to the 
enzyme's stability to heat and its ability to renature and regain activity after exposure to 
temperatures of 60 to 105 degrees C. 4 Applicants respectfully submit that the skilled artisan 
would be able to assess whether the enzyme has the ability to renature and regain activity after 



4 See page 7, lines 15-17, of the Office Action. 
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exemplary assay for testing the activity of the enzyme. 

The Patent Office alleges that the state of the ar, teaches that sequence comparison aione 

andBroun Thus, m ePatentO ffi cemaint^ 

encompassed wrthtn the scope of these Cairns ' ApphcantsrespectfuUy submit that to new 

ciaimsareHmitedtopolypepttdeshavinga-gaiactosidaseactivity;^ 

— polypeptides wouldnot be encompassed by .he soopeofthese claims. Accordmgly, 

Claims 24-35, 64, and 86-87 are rejected under 35 U.S.C. §112, first paragraph, for 

that the P olypep,ideofSE QI DNO:4or the polypeptide encoded by the polynucleotide of SEQ 
JDNO-L enabled, it does notagree that polypeptides which comprise a, least 10 consecuttve 
M inoacidsof«e P olype P .ideofSEQm N 0 : 4,(2)whichhaveanaminoacidseouenca W h,ch 

is at least 50%-95% identical to that of SEQ ID NO:4, or any polypeptide compnsmg 
consecutive amino acds of SEQ ID NO:4, or (3) having a-galactosidase activity whtch are 

SEQ IDNO:3 wherein the polypeptide rs stable to heat, catalyses the hydrolysis of sacchandes, 
and is able to regain activity after exposure to temperatures of 60 to 105 degrees, are enabled. 

Applicants respectfully disagree; however, claims 24-35, 64, and 86-87 have been 
cancelled and the rejection has been rendered moot as to these claim, Tothe 
Patent Office wishes to applythis rejection to the addedclaims, Applicants respectfully submt, 
that the new claims are enabled by the specification. 



> See page 7, line 18, to page 8, line 7, of the Office Action. 
6 See page 8, lines 12-21, of the Office Action. 
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encor^y^n^^^^ 

and regain activity after exposure to 60 to 105 degr ^ 
prae.iceu.einventionwouldrequireundueexpenmentatton. 

4e.tae.he instant applicaUon was filed, the ^ ermostableme , m „.s tf «,, 

SEQIDNO:4oritsvanants. The disclosure p 
polyP eptides for ac.ivity(see page 71 of specification). 

accoiuiu^, Patent Office has alleged that this is 

considered. 



Seepage 9, lines 3-18, ofthe Office Action. 
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Hvhritechlncv. Monoclonal Antibodies, Inc. An appncan 
in, e.g., Hybritecn, inc. . P s m twever onlv a single antibody 

producing cellline had been deposed ThePTOha 

antibodies directed to the antigen as lading an enabltng dtsclosure. 

genuswl ,houtnndue expert— doma c e„ Une (signify, the 

^^^^S- — *------^* 

genus of antibodies was * spared to screen large 

of molecular biology for the instant invention also recognize 
Analogously, practitioners of molecular oioiu^y 

7 flbes arewidelyaccepted.routineprotocoisno.requmng-undue 
added claims. 

" , ,r T„r 802 F 2d 1367 1384, 231 USPQ 81, 94 (Fed. Cir. 1986), 

8 Hvbritech Inc. v. Monoclonal Antibodies, Inc., 802 F.2d 130/, 

Hybn cert, denied, 480 U.S. 947 (1987) had ^ same struc ture and activity. 

9 The cell line was a hybridoma, thus, all of the antibodies p 
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Issues under 35 U.S.C. §§102 and 103 



• ♦ a ^ I J S C 5102(b) as allegedly anticipated by 
Claims 24-35 and 64 are rejected under 35 U.b.u. § , e 
Claims allegedly being 

^..ated.ha.^Kawarabayasisec.uencebeoameavai.aWe.othepubhoonAugustH, 

18GC, submitted to the ATCC on September 10, 2002. 

. • * „♦ 1 A 1 998 Kawarabayasi is not a proper prior art 

irzTsrjz"^ 

obvious the claimed invention. 
Issues regarding Double Patenting 

„ i » I «.«..-»-»^^-»'- i »7^7;';°;„ w 

5,958,751. To the extent that this rejection applies to claims 93 19, PP 
a terminal disclaimer to overcome this rejection. 

Claims24-35,64,and 86-87 ^p^^*^^ 

issue in abeyance until such time the claims are held allowable. 
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CONCLUSION 

Claims 24-35, 64, and 86-87 are pending in the application. Claims 1-92 have been 
cancelled, without prejudice; and claims 93-119 have been added by the instant Response. 
Applicants request that the Examiner reconsider the application and claims in light of the 
foregoing reasons and amendments and respectfully submrt that the claims are in condition for 
allowance. 

If in the Examiner's opinion, a telephonic interview would expedite the favorable 
prosecution of the present application, the undersigned attorney would welcome the opportunity 
to discuss any outstanding issues and to work with the Examiner toward placing the apphcatton 
in condition for allowance. 

Attached is a marked-up version of the changes being made by the current amendment. 

Applicants believe that no additional fees are necessitated by the instant Response. 
However, in the event any fees are due, the Commissioner is hereby authorized to charge any 
such fees to Deposit Account No. 06-1050. 

Respectfully submitted, 



Reg. No. 44,830 

Fish & Richardson P.C. 
4350 La Jolla Village Drive, Suite 500 
San Diego, California 92122 
Telephone: (858) 678-5070 
Facsimile: (858)678-5099 
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y^ inn with mar"n r to show changgsmade 

In th p specification: 

The .Me has been amended as » F0R MAONGAmllSffiGTHEM 

THEREOF] 

, • • ot^ae 24 line 24, has been amended as follows: 
Paraeraoh beginning at page Z4, line ^t, i 

Paragrapn g lpQ nf exDression vectors which may be used, there may be 

artificial chromosomes, viral UNA [e.g., v rf ^HfiHal 

7 t - nfsvWPl-basedanifcialchromosomes.yeastplasmids.yeastartificial 

aspergnlus and yeast), thus, F <j„ ch vec tors include chromosomal, 

expression vectors for cxprcssin g apo, yP ep t ,de. uche^ 

^.ayofexan^ple; Bacteria,: pQEvec t or S (Q,^),WJ-^ 

employed with the present invention. 

p a ra g raphbe g innin g atpa g e43,nne30,has b eenamendedasfollo«s: 

PKK223-3 (Pharmacia Fine Chemicals, Uppsala, Sweden), GEM1 (PromegaB.o 
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■ f ,„ P « line 29 has been amended as follows: 
A "comparison window , as used herein, includes refe usually about 

reference sequence of the same numoc & we ll-known in the art. 

a^—m^ater^ 
also—eedleman^^^^ 

0 fmesealgonthms(GAP,BESTFIT Madison , wi), or by manual aliment and 

Package, Genetics Computer Group, 575 Science Dr., M 

Tool), BANDS,BESTSCOR,BIOSCAN^(Biological Seance 
BUMPS (BLocksMProvedSe^^^ 

CLmiALW CONSENSUS^LCONSBNSUS.WCONSENSUS.Smith.Waterman 

I ha'rWIN™ Las Vegas algorithm, FNAT (Forced Nucleotide Alignment Tool), 
a,gon,hm, DARWIN^ Las Veg g ^ FsAp (p 

Framealign.lFramesearchlFMMISEARCiL-, \ rFNAT GIBBS™ 

Analysis Package) GAP (Global Alignment Program), GENAL, GIBBS , 
Sequence Analysis racKagej, -J" v , nrN (Loca i 

„ tl rFNOlIFST™ ISSC™ (Sensitive Sequence Comparison), LAL1GN (Loca 
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• ii-He as nart of the Human Genome Sequencing Project (J. RoachL, 
genome is available as part oi me n 

=====^~=. 

^ ,.7 1 QQVi M iannaschii (Bult ef al, 1996), tf. influenzae yriv 
(Fraser * a/., 1995), M. jannas v we / fl nogas^ 
* / 1 acm and veast (S cerevisiae) (Mewes ei ai. ,yyy</, 

( h TlTc . J. and«- » Severaldatabasesconta^ggenon™ 

organism, such as mouse, c. eiegur , different organization, 

rhttnV/www.genetics.wisc.edu], t he Mamora um v t - 

v ,^ riV ^tt™^ wi.mit.edul- 

Paragraph beginning a, page 60, Hne 7, has been amended as follows: 

215-403-410, 1990,respectively. Software for performing BLAST analyses 
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database sequence. T is referred to as the n gn ti earches t0 find longer HSPs 

eontaimngthem. T*e word hr* are extend ^ using> for 

cumulativ e aliment seorecanbemcreased. fmatchingresidues; always >0). 

For amino acid sequences.ascoringmar™. used to calutatet 

theahgnment. TheBLAblNprogr v rtf wh strands For amino acid 

♦ «^nfl0 M=5 N=-4 and a comparison of both strands. 
0 fll,anexpectation(E)oflO,M , 1pnfJthof3 and expectations (E) of 10, and 

tv, P m ASTP program uses as defaults a wordlength of 3, ana expec v 
sequences, the BLASTP progr ■ wf & Henikoff Proc. Natl. Acad. Sci. USA 89:10915, 

theBL OSUM62 S coringmat n x(seeHe I uk J*^^^,^^^ 
1989)alignments(B)of50,expectation(E)oflO,M 5,N 4, 

acid sequence and a test sequence identified (i c, aligned) by means 
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P ar a gJ aphbe g , n n» g a. P a g e66,H„el9,hasbeena ffl e„d ed asfo,lows: 

Co don»andtheatmbutewouldbe«ATG''. Mother example would be the f ~ 
"lAATAA Box" and the feature anribule would be "TAATAA". An example of such a 
• a ^vthpIIniversitvofWisconsinGeneticsComputerGroup 

helix motifs or other motifs known to those skilled in the art. 

Paragraphbeginningatpage71,line6,hasbeenamendedasfollows: 

cites containing pBUJESCWPJ® [pBluescript] plasmids with random ™ S ^° 

vk aerated according to the manufacturer's (Stratagene) protocol. The clones 

ieBanklachwelloftheSourceGeneBar.kthuscontaine ^ -k culture of e, 
lot-whichcontainedapBM 

Paragraphbeginning at page 71, line 21, has been amended as follows: 



Applicant 
Serial No. 
Filed 
Page 



Muiphy, et al. 
09/886,400 
June 20, 2001 
27 



Attorney's Docket No.: 09010-004005 



Thepla.es of the Source GeneBank were used to multiply inoculate a single plate (the 
■■Condensed Plate") containing in each well 200 uL of LB Am P /Me«h, glycerol. This step was 
performedusingtheHighDensityRe^^ 

[Biomek] with a 1% bleach, water, isopropanol, air-dry sterilization cycle in between each 
inoculation. Each well of the Condensed Plate thus contained 10 to 12 Afferent 
jjBLUESCRIPT® [pBluescript] clones from each of the source library plates. The Condensed 
Plate was grown for 1 6 h at 37° C and then used to inoculate two white 96-well Polysomes 
tnicrotiter daughter plates containing in each weU 250 uLofLB Amp/MethCwiUroutglyceroi). 
The onginal condensed plate was pu, in storage -80° C The two condensed daughter plates were 
incubated at 37° C. for 18 h. 



Tn the claims: 

Claims 1-92 have been cancelled, without prejudi( 



